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THE MAILING DATE OF THIS COMMUNICATION " W 
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Status 

1 )[3 Responsive to communication(s) filed on 14 November 2003 
2aM This action is FINAL. 2b)D This action is non-final. 

3) D rS h n S appli f tion is j" f° ndition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 4.5.10-13.15 and 16 is/are pending in the application. 
4a)Oftheaboveclaim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) ^1M3J5_andJ6 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 121(d) 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§ 119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S C § 1 19(a)-(d) or (fl 
a)(J All b)U Some * c)Q None of: 

1 Certified copies of the priority documents have been received. 

2. [J Certified copies of the priority documents have been received in Application No 

3. U Copies of the certified copies of the priority documents have been received in this~Nalional Staoe 
application from the International Bureau (PCT Rule 17.2(a)) 

f 6 ! * he attached detailed 0ff ice action for a list of the certified copies not received 
^r° a Wled9, ? ent f m3de ° f 3 daim f0f d0meStiC priority under 35 U S C - § 1 19 < e ) ( to a Provisional application) 
37 CFR 1 78 ^ ' n d ^ Sent6nCe ° f the specification or in Application Data Sheet 

a) □ The translation of the foreign language provisional application has been received. * 
14)13 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a soecific 
reference was included in the first sentence of the specification or in an Application Data Sheet 37 CFR 1 78 
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DETAILED ACTION 

1 . Applicant's response to the Office Action mailed June 1 8, 2003 on November 14, 2003 is 
acknowledged. 

Claim Disposition 

i 

2. Claim 16 has been added. Claims 4, 5, 10-13 and 15-16 are pending and are under 
examination. 

3 . The following grounds of rejection are or remain applicable: 

Basis For Nonstatutory Double Patenting 

4. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
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provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

5. Claims 4, 5, 10-13 and 15-16 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1, 4-5 
and 9-13 of copending Application No. 09/838,821. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the claims of the copending 
application are directed to a method comprising inhibiting c-jun activation in mammalian or 
avian cells by contacting the cells with a substance that inhibits the activity of JAK-3 (see claim 
1). The claims of the instant application are directed to a method for inhibiting specifically c-jun 
"activation in mammalian or avian cells comprising contacting the cells with an effective 
inhibiting amount of a compound of formula I (see claim 1). Note that the same formula is 
recited in dependent claim 9 of the copending application. Both sets of claims have dependent 
claims directed to a method performed in vitro utilizing mammalian, avian and human cells. 
Therefore, the disclosure in the copending application makes obvious the claimed invention in 
the instant application. Although the scope of the claims herein differs, the two sets of claims 
are directed to similar inventions since the language in the claim is similar. Thus, the instant 
application claim is an obvious variation of the copending application claim. 

This is a provisional obviousness-type double patenting rejection because the 
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conflicting claims have not in fact been patented as the instant application has been 
withdrawn from issue. 

6. Applicant's response filed November 14, 2003 has been considered. The rejection of 
record under 35 U.S.C. 103(a) has been withdrawn, however, the rejections under 35 U.S.C. 103, 
obvious-type double patenting remains. The response on page 4 indicates that a TD will filed 
upon notification of an allowance. 

Conclusion 

7. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1.13(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the date of this final 
action. 



8. 



No claims are presently allowable. 
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Any inquiry concerning this communication or earlier communications from the Examiner 
should be directed to Hope A. Robinson whose telephone number is (571) 272-0957. The 
Examiner can normally be reached on Monday - Friday from 9:00 A.M. to 6:30 P.M. (EST). 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor Christopher S.F. Low, can be reached at (571) 272-0951. 

Any inquiries of a general nature relating to this application should be directed to the 
Group Receptionist whose telephone number is (703)308-0196. 

Papers related to this application may be submitted by facsimile transmission. The 
official fax phone number for Technology Center 1600 is (703) 308-2742. Please affix the 
Examiner's name on a cover sheet attached to your communication should you choose to fax 
your response. The faxing of such papers must conform with the notice published in the Official 
Gazette, 1096 OG (November 15, 1989). 



Hope A. Robinson, MsM^ 
Patent Examiner 
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